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Topic 7
licensing of IP Rights as a vital component of 

the business strategy of SMEsthe business strategy of SMEs



Exploitation of IPRs

�exploit directly by manufacturing and selling 
products that utilise the IPR 

�sell outright the underlying IPR

�alternatively, license the underlying IPR�alternatively, license the underlying IPR

�(do nothing, and prevent others from doing 
anything)



Licensing – main points

�retain title to the IPR
– so retain control

�outsource the manufacturing / selling
– so simplify the process– so simplify the process

� income stream
– low overheads, high profit margin



Formalities

�contractual relationship
– local formalities, e.g. written / sealed

�registration of the licence�registration of the licence
– ability to sue for damages / costs



Things to consider

�parties
– holding company, e.g. offshore

�nature of licence
– exclusive, sole, non-exclusive– exclusive, sole, non-exclusive

– what is licensed – expressly / implicitly

� jurisdiction clause / arbitration



Things to consider (II)

�quality control
– pre-approval of marketing material
– inspection / samples
� termination

– types of breaches (conditions / warranties)
– notice, summary
– run-off periods
� jurisdiction clause / arbitration



Things to consider (III)

�payment
– minimum sums
– royalties
– auditing – paid for by whom

�sub-licensing – survival on termination

�retention of adverts / packaging

�assistance with collateral cases



Things to consider (IV)

�enforcement
– notification of infringement by TPs
– can licensee sue / claim damages / interim relief?
�no challenge clauses

– anti-competitive
– beyond life of IPR
�other rights

– new rights – product development
– unregistered rights
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