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Relationship existing among companies that have a 

commitment to the protection of innovation via industrial 

property and their exports.

Focus on trademarks, patents, utility models and industrial 

designs,



main results of this study show that:

• Three quarters of the contribution to Spanish exports is carried 

out by companies that are committed to protection via 

Three quarters of the contribution to Spanish exports is carried 

out by companies that are committed to protection via 

Intellectual Property

• The companies with a patent, utility model or industrial design 

and supporting its activity in a brand strategy multiplied by 30 its 

export activity.

• In terms of employment, the export activity of companies that 

have some of the types of industrial property included in this 

study, representing the 73.84 % of total employment generated 

by the Spanish exports.



• Knowledge is becoming the predominant 

element in differentiating enterprises from their 

competitors

• In a knowledge-based economy, 

competitiveness of enterprises, including SMEs, 
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competitiveness of enterprises, including SMEs, 

is increasingly based on ability to provide high-

value-added products  at a competitive price

• Globalization and trade liberalization has made 

it crucial for most enterprises, including SMEs, to 

become internationally competitive even when 

operating wholly in the domestic market



• Without intellectual property registration

there is a strong risk that investments in R&D, 

products and marketing may be stolen/copied

• Intellectual property rights enable SMEs to 

Intellectual Property  is one of your 

business's most valuable assets

Intellectual property rights enable SMEs to 

have exclusivity over the exploitation of their

innovative new or original products, their

creative designs and their brands. 



But Intellectual Property registration is not the goal. 

The goal is ensure our business is properly protected

A comprehensive IP strategy will ensure that your IP is 

protected and will build value for your business in the 

future.

IP Assets Management

IP strategy must be integrated in the business strategy.

It is important to proactively manage IP 

portfolio: R & D working only on the most interesting 

inventions, acquire IP if it is cheaper or faster than our 

own developments, licensing our patents ...



Trademarks Strategy

• Trademarks convey intellectual and emotional attributes and 

messages about you, your company, products and services.

• Trademarks make it easy for customers to find you. It is the first 

thing customers enter into a search engine or social media 

platform when looking for your products and services.

• Your brand could be the critical factor in driving a customer’s 

purchase decision. 

• If third parties register your trademark, you must stop using it at 

your business

¿Should register

trademarks?

YES

always

• Trademarks are a bargain to obtain , although it depends on the 

number of classes of Products and services in which we record and 

the number of countries  we require the protection

• Average price in Spain Registration: € 150 per class (45 classes)

¿Is it very expensive 

to register a 

trademark?. 

•Trademarks never expire. 

•The mark is granted for 10 years renewable for successive periods 

of 10 years without limit

•Renovation fee is another €150 every ten years.

¿How long does a 

trademark last?

NO

∞



• Search for prior rights and the 

state of the art

• Make it easy to remember

How should be a trademark?

Trademarks Strategy

• Make it easy to remember

• The trademark should not have 
negative connotations

• Check availability of Internet domain

Example:

G. Eastman: “The letter" K "had always

been my favorite, seems to me a strong

letter, incisive”



What to know before applying a brand?

FREE 

IS THE 
BRAND 

AVAIBLE?

Trademarks Strategy

FREE 

NATIONAL 

SEARCHING 

TOOLS

PAYMENT 

IDENTIFY 

SIMILARITIES



Others

searchings that

we recomend

Trademarks Strategy

Internet Domain

Social trade

name



Design Strategy: Key Features

• Duration: 5 years, renewable for successive periods of 5 years 

up to 25 years.

• Design Protection is territorial. We should register the design in 

those countries in which we are interested in commercializing or 

granting licenses. 

• Grace period of 12 months. It allows to test the product in the • Grace period of 12 months. It allows to test the product in the 

market, its acceptance and possibilities of success, etc. before 

taking the decision to register.

• Community law includes protection on unregistered design. Its 

scope of protection is more limited than the registered design 

and the duration  is 3 years with no possibility of any extension.



Design Strategy

¿Should register Designs?

• On many occasions, consumers 

choose one product over another 

because of its aesthetic appearance 

so Design could determine its success 

in the marketplacein the marketplace

• The designs, considered especially 

valuable, create an image of the 

company providing a competitive 

differentiation 

• The design can also be protected as 

three-dimensional Trademark and /or 

copyright

Register designs is always appropiate



Reasons for patenting

Solid market position and 

competitive advantage:

A patent gives its owner the exclusive 

right to prevent others from 

commercially using the patented 

invention, thereby reducing 

uncertainty, risk and competition 

from imitators.

Possibility of taking legal 
action, against those who 

copy or imitate your 
protected invention.

Patent Strategy

from imitators.

Improving financing

•Ownership of patents may 

enhance their ability to raise 

capital to put a product on the 

market

•Additional income from licensing 

or assignment

Positive image of your 

company. 

Some companies mention or list 

their patents in advertisements to 

show an innovative image.



Alternatives to patents Source EPO Patent Kit 

• It is cheap.
• It avoids third parties protect by

patent the same invention.

• It does not grant exclusivity.

• The invention is known by 

competitors.

Dissemination of information (publication)

Secret (create a industrial secret)

Patent Strategy

• Cheap (but there is a cost to 
maintance the confidentiality).

• The invention is not revealed.

• There is no protection against 

reverse engineering or 

reproduction of the invention.

• The "secrets" often leak quite fast.

• It requires no effort.

• It does not grant exclusivity.

• Often competitors find out the 

details.

Secret (create a industrial secret)

Do nothing



The decision process on the mechanism of protection of industrial property is an

important element, as well as the factors and criteria involved in it.

Analysis of the 

expected results 

of the project (1)

ExpectedExpected project

results

Establishing

security

measures (4)

ProtectionProtection

Criteria
TradeTrade Policy

and Strategy

IP Assets Management

Case of protection decision process

Yes

PatentabilityPatentability

Criteria ¿Do they meet

patentability

requirements?

Establishing

security

measures (2)

¿Protection by

Industrial 

Secret?

Study of 

methods to  

protect the 

project (5)

Yes

No

Defining the

exploitation

strategy (6)

Establishment of 

technology 

transfer 

agreements

Yes

No



Sucessful Story. Fractus

• Spanish SME in the telecommunications sector
• 80 inventions protected by over 300 patents
• The spanish company with more US patents
• Has won more than 150M € in lawsuits to 

Samsung, LG, HTC, Motorola, etc.

From selling products to sell Technology

Samsung, LG, HTC, Motorola, etc.



DIRECT 

OPERATION

Own production

Market exclusivity

The company itself performs the operation and

IP Assets Management

Explotation Strategy

1

The company itself performs the operation and

marketing of the rights protected by intellectual

property with own products.

This mechanism has the advantage that the company
gains market exclusivity.
This mechanism has the advantage that the company
gains market exclusivity.

The disadvantage is that the associated risk is high,
since the resources are often high.
The disadvantage is that the associated risk is high,
since the resources are often high.



IP Assets Management

Explotation Strategy

Object to transfer:

• Skills

• Knowledge

• Technologies

• Methods of 

manufacturing

• Facilities

BUY / SELL
Transfer Objective. 

Develop and exploit new:

• Products

• Processes

• Applications

to obtain commercial 

return

• Materials

• Services.

TECHNOLOGY 

TRANSFER
2

As advantage the risk is
shared by several companies.
As advantage the risk is
shared by several companies. License

Assignment

Partnership Agreements

• Facilities return



LICENSE

The IP holder authorizes a third party to use technology in exchange for

a monetary amount.

The rights remain simply the case of an authorization of use.

Typical example of Technology Licensing Agreements are software

licenses, or licenses Patent.

Technology Transfer Types

IP Assets Management

Explotation Strategy

PARTNERSHIP AGREEMENTS (or Consortium)

Establishment of conditions of joint ownership and rights derived from

the generated IP within the framework of a collaboration between one

or more companies.

For SMEs, partnerships are a powerful tool for positioning technology

in major markets.

Difficulty of setting and monitoring and Dependence on third
parties for future developments.



The IP holder transfers ownership to a third party

The original holder renounces the rights of intellectual exchange

for a sum of money

Assigments are very common in the world of telecommunications

and information systems, as certain technologies can have very

ASSIGNMENT
Technology Transfer Types

IP Assets Management

Explotation Strategy

and information systems, as certain technologies can have very

large developments, often large corporations being "acquire"

patents techniques to small businesses.

Technology Transfer is done by setting a legal 

contractual relationship
The contracts should be considered very carefully to take 

into account all possible legal and economic consequences.



www.oepm.es

Technology Transfer Section



www.oepm.es

Technology Transfer Section

Technology Market



Models of Technology Transfer Contracts: Spanish Experience.

WORKING GROUP

Creating Working Group 
coordinated by SPTO

Working Group includes 
10 representatives from:



Contract Templates
Protecting the results of all R&D&i processes, Technology Transfer plays a very important 

role .

The institutions that have helped to produce these templates are in no way liable for any 

use made of them. 

It is recommended that anyone wishing to use these contract templates also seeks 

specialist legal advice with regard to the definitive wording or adaptation of the contract.







Arbitration and mediation clause



Arbitration and mediation

clause

The Arbitration and Mediation Center of WIPO has

implemented the “Alternative Dispute Resolution”

procedure to offer parties more option to resolve

pending disputes related to intellectual property

rights, copyright, …

More information:

rights, copyright, …

http://www.wipo.int/amc/en/center/specific-sectors/



• Most SMEs do not have a strategy for IP Management

• IP is usually treated as a non-core aspect of the 

business.

• The policy environment in which SMEs operate does 

not promote Intellectual Property as a tool for 

sustainable competitive advantage

IF YOU DO NOT PROTECT, 

YOU ARE LOSING TALENT, 

COMPETITIVE ADVANTAGE, 

VALUE and BENEFITS

BUT IF YOU PROTECT, YOU 

MUST MONITOR AND 

DETERRING ABUSES. 

DO IP MANAGEMENT !



Spanish Patent and Trademark Office (OEPM)

THANKS FOR YOUR ATTENTION

www.oepm.es

javier.sanchez@oepm.es
@OEPM_

es

OEPM

OEPM


